REMARKS 

The Office Action mailed on November 27, 2001, has been 
received and carefully considered. 

The Examiner is thanked by the Applicants for removing 
the objection to the drawings. 

By this amendment, claim 24 has been rewritten as an 
independent claim, incorporating all of the claim limitations 
of previously presented claims 22 and 24. Furthermore, claims 
23, 25-28, and 31 have been amended to depend on claim 24, as 
presently amended. 

Claims 22-31 have been rejected under 35 USC 103(a) as 
being unpatentable over Cirri (US 4,169,976) in view of the Li 
reference ("The Potential Role of High Power Lasers in Nuclear 
Decommissioning'', pages 103-115 of Imeche Conference 
Transactions (2001) ) . 

It is Applicants' position that the Cirri and Li 
references, taken alone or in combination with each other, do 
not disclose or suggest Applicants' invention. 

Reconsideration and allowance of the pending claims is 
therefore respectfully requested in view of the following 
remarks . 

As previously discussed in Applicants' Amendment and 
Response dated September 5, 2007, the Cirri reference 
discloses, in general terms, the use of a pulsed beam of laser 
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light to drill through or to shape ceramic substrates. As the 
Examiner concedes, the Cirri reference does not disclose 
irradiating a surface with a laser light having an average 
power density of from 30 W/cm 2 to 200 W/cm 2 for a period of 
from Is to 30s, as required by claims 22-31. 

It is also clear that Cirri does not teach or suggest 
that the duration of irradiation of each discrete location on 
the treated surface by the spot of laser light is more than 
five times longer than the time interval between irradiation 
of successive discrete locations on the surface by the spot of 
laser light, as required by claim 24 and claims dependent 
thereon. 

Accordingly, the Cirri reference does not disclose or 
suggest all of the required elements of claims 22-31. 

Clearly, the Li reference does not fill the gaps left by 
Cirri, because Li also does not disclose irradiating a surface 
with a laser light having an average power density of from. 30 
W/cm 2 to 200 W/cm 2 for a period of from Is to 30s, as required 
by claims 22-31. 

The Li reference was specifically cited by the Examiner 
as teaching a power density range of from 100 W/cm 2 to 300 
W/cm 2 , from which the Examiner concluded that a power density 
range of from 30 W/cm 2 to 200 W/cm 2 would have been an obvious 
choice . 
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The Applicants respectfully disagree with the position 
taken by the Examiner. 

The PTO has the burden of showing a prima facie case of 
obviousness. In re Mayne , 104 F.3d 1339 at 1341. A prima 
facie case of obviousness may arise when the ranges of a 
claimed element completely overlap the ranges disclosed in the 
prior art. In re Peterson , 315 F.3d 1325, 1329-30 (Fed. Cir. 
2003) . 

It is Applicants' position, however, that Li's disclosed 
range of 100 W/cm 2 to 300 W/cm 2 for the power density is too 
broad to teach any specific power density to a skilled 
artisan. 

Li discloses the use of a laser beam for removal of 
surface layers of concrete using a power density of from 100 
to 300 W/cm 2 . Clearly, this range of power density does not 
completely encompass the power density range of 50 to 200 
W/cm 2 required by claims 22-31 of the present application. In 
fact, the Li power density range overlaps only 58.8% of the 
power density range claimed by the Applicants. 

Such a finding cannot support a prima facie case that the 
claimed power density range would have been obvious to a 
skilled artisan. Why would a skilled artisan choose a power 
density of, say, 50 W/cm 2 ? Or of 75 W/cm 2 ? What motivation 
exists for doing so? Why would there exist an expectation of 
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success if a power density outside the range disclosed by Li 
was used? 

Furthermore, the Li reference also does not teach or 
suggest that the duration of irradiation of each discrete 
location on the treated surface by the spot of laser light is 
more than five times longer than the time interval between 
irradiation of successive discrete locations on the surface by 
the spot of laser light, as required by claim 24 and claims 
dependent thereon . 

Accordingly, none of the cited prior art references 
teach or suggest the limitations in claim 22 of a laser 
light having an average power density of from 30 W/cm 2 to 200 
W/cm 2 , and an irradiation duration of from Is to 30s. 

Furthermore, none of the cited prior art references teach 
or suggest the limitations of claim 22 in combination with the 
limitations of claim 24 that the duration of irradiation of 
each discrete location on the treated surface by the spot of 
laser light is more than five times longer than the time 
interval between irradiation of successive discrete locations 
on the surface by the spot of laser light. 

In view of the foregoing remarks, Applicants respectfully 
submit that the rejection under 35 U.S.C. 103(a) is 
unsustainable, and urges favorable reconsideration and 
withdrawal thereof . 
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It is believed that the present application is now in 
condition for allowance, and an early allowance to this effect 
is respectfully urged. If any final points remain that can be 
clarified by telephone, Examiner Tadayyon Eslami is encouraged 
to contact Applicants' attorney at the number indicated below. 

Respectfully submitted 

Date: February 27, 2008 Malcolm J. MacDonald 

Reg. No. 40,250 
(703) 837-9600 Ext. 24 
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